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REMARKS 

Claims 8-18 are currently pending in the subject application. 

In the Office Action, the Examiner rejected claims 16-17 under 35 U.S.C. §1 12. 
second paragraph, as being indefinite because of the recitation of the term "flexible" in 
claim 16. Applicant submits that the recitation of the term "flexible" does not render 
claims 16 and 17 indefinite. The fact that claim language, including temns of degree, 
may not be precise, does not automatically render the claim indefinite under 35 U.S.C. 
112, second paragraph. Seattle Box Co., v. Industrial Crating & Packing, Inc., 731 
F.2d 818, 221 USPQ 568 (Fed. Cir. 1984). As set forth in MPEP §2173.05(b). 
"Acceptability of the claim language depends on whether one of ordinary skill in the art 
would understand what is claimed, in light of the specification." Applicant submits that 
one skilled In the art would understand what Is claimed, especially in light of Fig. 7, 
which shows the multilayer plate 50 of Fig. 5 being flexed to confomi to the outer 
surface of a cylindrical conductor. Applicant also notes that since 1 976, the U.S. 
Patent Office has issued more than 179.000 patents having the term "flexible' recited 
in the claims. In the last three years alone, the U.S. Patent Office has Issued more 
than 19.841 patents having the term "flexible" recited in the clairns. (Printouts of the 
searches showing these numbers are attached.) Based pn these large numbers, it Is 
dear that the U.S. Patent Office itself does not consider the terai "flexible" to be an 
indefinite term. For at least the foregoing reasons. Applicant siibmits that claims 16 
and 17 are not indefinite and fully meet the requirements of 35 U.S.C. §112, second 
paragraph. ' 
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In the Office action, the Examiner has rejected claims 8, 11 and 18 under 35 
U.S.C. §103(a) as being unpatentable over Japanese patent application JP63021568 
to Yoshio et a1. in view of French patent application FR2689655 to Oppenlander and 
U.S. patent application 2002/0079519 to Majumdar et al. Applicant traverses this 
rejection for at least the reasons set forth below. The Examiner has rejected claims 9- 
10 under 35 U.S.C. § 103(a) as being unpatentable over the Yoshio et al. application, 
the Oppenlander application and the Majumdar application and further In view of U.S. 
Patent Application No. 2003/0030606 to Hector et al. The Examiner has rejected 
claims 12 and 14-16 under 35 U.S.C. § 103(a) as being unpatentable over the Yoshio 
et al. application, the Oppenlander application and the Majumdar application and 
further in view of U.S. Patent No. 6.248.263 to Tonar et al. 

The Yoshio et al. application discloses a power display comprising a pair of 
transparent electrodes 15. 15'. The Examiner finds an intermediate layer having 
electrooptlcal properties as being disposed between the electrodes 15. 15'. The 
Examiner acknowledges that the Yoshio et al. application falls to show a first layer 
having smaller conductive portions that are separated from each other and are not In 
contact with each other. The Examiner, however, cites the Oppenlander application as 
teaching this feature. The Examiner also acknowledges that the Yoshio et al. 
application fails to show first and second diodes connecting conducting first and 
second layers, the first and secdnd diodes being oriented In opposite directions with ; 
respect to the first and second layers. The Examiner, however, cites the Majumdar et 
al. application as teaching this feature. Applicant submits that the Examiner has failed' 
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to establish a prima facie case of obviousness because the Examiner has failed to 
provide any motivation to combine the references as the Examiner has done. 
Moreover, the Oppenlander application fails to shovw what is attributed to it. 

The Oppenlander application discloses an electrochromic-electrolyte cell for 
coating large surfaces, such as vehicle windows. The cell includes an electrode F1, 
which comprises a grid fonned of conductive lines or wires. In this regard, please see 
page 4, lines 20-24 of the Oppenlander application which describe the electrode F1. 
In line 23, the electrode F1 is described as utilizing "des lignes conductrices", which 
means "conductive lines". Thus, contrary to the Examiner's interpretation, the 
Oppenlander application does not disclose smaller conductive portions that are 
separated from each other and not in contact with each other. 

In addition to the Oppenlander application failing to show what Is attributed to it, 
the Examiner also fails to provide a proper motivation to combine the references. The 
motivation provided by the Examiner is that "It vtfould have been obvious to one of 
ordinary skill in the art at the time the Invention was made to use smaller conductive 
portions as taught by Thomson, with the voltage display of Takaoka, since as shown 
by Thomson smaller conducth/e portions are commonly used in order to constnjct an 
electrical device" (emphasis added). This motivation provided by the Examiner is really 
no motivation at all. In essence, the Examiner is saying that the mere fact that an 
element (e.g. smaller conductive portions) exists in the prior art is sufficient motivation 
to combine that element with other elements in the pripr art (e.g. the elements of the 
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Yoshio et al. application). This is contrary to establlslied patent law. As is best 

summarized in the case In re Rouifet, 149 F.3d 1350 at 1357 (Fed. Circuit 1 998); 

As this court has stated, "virtually all [inventions] are combinations of old 
elements'.... Therefore an examiner may often find every element of a claimed 
invention in the prior art. If identification of each claimed element in the prior art 
were sufficient to negate patentability, very few patents would ever Issue. 
Furthermore, rejecting patents solely by finding prior art corollaries for the 
claimed elements would permit an examiner to use the claimed invention itself 
as a blueprint for piecing together elements In the prior art to defeat the 
patentability of the claimed Invention. Such an approach would be "an illogical 
and Inappropriate process by which to determine patentability". 

The Examiner provides a similar type of motivation for combining the disclosure 
of the Majumdar application with the disclosure of the Yoshio et al. application and the 
Oppenlander application. The motivation provided by the Examiner is that "It would 
have been obvious to one of ordinary skill in the art at the time the invention was 
made to used diodes as taught by Majumdar. with the voltage display of Tal<aoka, 
since ss shown by Majamdar, diodes are commonly used in order to constrjct an 
electrical device." Once again, this is really no motivation at alt and is akin to saying 
that the mere fact that an element (e.g. a diode) exists in the prior art is sufficient 
motivation to combine that element with other elements in the prior art (e.g. the 
elements of the Yoshio et al. application). As set forth above, this is contrary to 
established patent law. 

Based on the foregoing. It Is clear that the Examiner has failed to establish a 

-5- • 

PA(£ 619'RCVDAT 11120/20(164:29:32 PM [Eastern Standard Tiine] ' SVR:USPT(){FXRF-2I19*DNIS:2738300' CSID:440 585 7578' DURATION jmm-s$):0242 



NOli-20-2006 16:54 FROM:ftBB LEGftL 



440 585 7578 



TOrUSPTO 



P.007''009 



10/525.911 

prima facie case of obviousness and that claims 8. 11 and 18 are patentabie over 
the Yoshio et al. application, the Oppenlander application and the Majumdar 
application. Applicant submHs that the remaining claims (9. 10. 12-17) are also 
patentable because the rejection of these claims rely on the rejection of the base 
claim (independent claim 8) based on the Yoshio et al. application, the Oppenlander 
application and the Majumdar application, which is deficient for the reasons set forth 
above. 

Based on the foregoing. Applicant submits that the present application is in a 
condition for allowance and notice to that effect Is hereby requested. If it is 
determined that the application is not in a condition for allowance, the Examiner is 
invited to inrtiate a telephone interview with the undersigned attorney to expedite 
prosecution of the present application. 

If there are any fees resulting from this communication, please charge same to 
our Deposit Account No. 050877. 

Respectfully submitted, 
ABB SP. ZO. O. 




Paul R. Katterle, Reg. No. 36.563 



November 20, 2006 
c/o ABB Inc. 

29801 Euclid Avenue-4U6 
Wickliffe. Ohio 44092-2530 
(440) 585-7968 
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